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The claims of the present application have been ijubjecteci to 
a Restriction Requirement under 35 U.^.C. §121 by the ExaiLlner in 
thi^ case as follows: 

Group I, claims 1-14 drav^n to a method of identiliyirg one or 
more genes involved in a response by a cell, tissue or oryanism via 
an antisense library, classified in class 435, subclass 6; 

Group II, claims 15-22, drawn to a method for identifying one 
or more genes involved in a pnenotype of a cell, tissue or organism 
via an antisense library, classifiable in class 534, subclass 6; 

Group III, claiTr:s 23-25, drawn to a method lor identifying 
genes expressed in dendrir.ic cells that regulate co-y L imul ar.ion 
of T-cells via an antisense library, classiiled in class 435, 
subclass 6; 

Group IV, claims 26-28, drawn to a method for identifying 
genes that play a role in T-cell-mediat ed inflammation via an 
antisense library, classified in class 435, subci.:iiss 6; and 

Group V, claim 29, drawn to a prevalidaLed aniiscnse 
oligonucleotide library of 10-10,000 nembers, classified in class 
5 36, subclass 2^ - 5 _ 

The Examiner suggests that the in\/ention,s dre distiucL each 
irom the ottier. It is sugge^sted thaL*. Groups I through IV, and V 
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are related as product and process cL use. Gro::ps I Lnrouqh iV arc 
sugqested Lo be unrelated, as requiring the use ol di fferenL 
antisense compoundf-:; in order lor the libraries to provide the 
required observations of the clai:i^s. 

Tt is furtiier suggested that the present application contains 
patcntably distmcL speci.es. For Groi;p I, Applicants arc req\:ired 
to elect one response froin : secretion of a coir.pcund, modulation of 
expression of a cell surface protein, modulation of in f] animation, 
inhibition of response, stiF.ulaLlon of response, modulation of 
apoptosis, modulation of cell cycle profile, raodnlation of 
angioqenesis , modulation ol insulin signaling, modulation of 
glycogenolysis, and modulation of adipocyte dl f f Grcntiat ion . 

For Group 11, Applicants are required to elect one disease 
stcite from: cancer, undesired angiogenes is , Inflammution or 
metabolic disorder. Applicants most also elect one species of 
secondary phenotypic assay from: u low density array, a tertiary 
pbenotypic assay and a high density array, 

For Groups 111 and IV, Applicants are required to elect one 
cytokine - 

Applicants respectfully traverse this restriction requ irem.ent . 
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MPKP §803 is quite clear; tor a proper re;^triction 
requirement, it must bo shown (I) that the inventions ara 
independent or distinct AND [2) Lhat there would be a serious 
burden on the Examiner if the restriction irs not required- MPEP 
802.01 defines "distinct" to maziin that the "two or more subjects as 
disclosed are related^ tor example, as combination and part 
(subcoTTibination) Lhereof, process and apparatus for iLs practice, 
process and product made there, etc., but are capable of separate 
manufacture, use, or sale, as claimed, AND ARF; PATENTABLE (novel 
and unobviOLiS) OVfclK KACH OTHER." 

All of the claims are related to the use of antiyense 
oli.gonucleotide libraries for identifying a gene function. Thus, 
Applicants respecLfally disagree wiLh the Examiner's suggestion 
that designated groups are distinct as being novel and unobvious 
ovcir each other as required by MPEP § B02.01; or that any 
additional search would be required by Lhe inclusion ol all of the 



requirement is respectfully requested. 

Additionally, MPEP § S03 recites that [i]f the search and 
examination of an entire application can be made withuuL serious 
burden, Lhe examiner must examine it on Lhe merits, even though it 



groups , 



Accordingly, recon si deration and wi.thdrawal restriction 
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inciudGS claims to independent or distinct inventions. Gro'.-ps T 
and II boLh relate to a method of n.sinq an antir^Gnso library to 
characterize and distinguish cells. Therefore, Applicants 

respectfully request that the claira^ of Groups I and I l be allowed 
to be examined together as one grouping, as Llicro would be no 
serious burden placed on the Examiner. 

However^ in an earnest offorL Lo be completely responsive, 
Applicants hereby elect to prosecute Group I, claims 1-14. 
Applicanti= hereby further elect the species indicated as 
''modulation of inf lamraat ion'\ with traverse. 



Respectfully sjub:iii t l ed, 

Jane Massey Licata 
F<ogistrat ion. No. 32,2 57 

Date: April 24, 2 003 

I.icata ^ Tyrrell P.C. 
66 Main Street 
Marlton, NJ OBO^jJ 
856-8:0-1515 
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